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Art Unit: 3744 

Applicant is reminded that on November 10, 2005 applicant elected to pursue the 
species of Figure 1 (without the modification disclosed in paragraph 0025 of the 
specification) in the event there was no allowable generic claim. Pursuant to that 
election claims 3-6 and 9-12 were withdrawn. Non-elected claims 3, 4, 9 and 10 all 
claim the heating means that now has been added to claim 1 . Claim 1 is rejected here 
based on "new matter" to the extent that the elected species of Figure 1 does not have 
any disclosed heater. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 and 7 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Elected Figure 1 has no heater disclosed in it. Only some of the other non- 
elected species do. To the extent that applicant now claims subject matter (heating 
means) not disclosed in the elected species of Figure 1 , he is relying on "new matter" 
and is acting inconsistently with his own identification of which claims are readable on 
the elected species of Figure 1 in his November 10, 2005 response. 
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Declaration of Robert Lang received 2/26/08 

It appears that Robert Lang is an employee of the assignee of the current 
application. It is submitted that as a declarant it would be difficult to someone more 
"interested" (in the legal sense) than Mr. Lang in the outcome. Normally, declarants are 
supposed to be impartial. Here Mr. Lang is testifying in favor of the patentability of this 
device (i.e. against the rejections set forth by the examiner) which patent, if granted, will 
benefit his employer. The examiner must weigh his written testimony as potentially 
biased and not impartial. 

Furthermore Mr. Lang is the head of the department where the subject matter of 
this application was thought up. It is also questionable Mr. Lang with all of his familiarity 
with this device could read the disclosure as one of ordinary skill with no prior 
knowledge of the device would read it. The examiner had no prior knowledge of this 
device and has read it very differently than Mr. Lang. Mr. Lang has not addressed this 
fact in his declaration and therefore it is unpersuasive for at least this reason. 

Troubling too is Mr. Lang's discussion of the "selective" limitation in paragraph 3 
of his declaration. The limitation no longer exists in claim 1 5, leading the examiner to 
wonder if Mr. Lang was even reading to proper disclosure and claims when he 
formulated his opinion. It appears that counsel, Mr. Safran, in deleting this limitation 
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from claim 15 is undercutting Mr. Lang's conclusion. After all, if Mr. Lang was correct 
why would applicant's own representative delete the limitation? 

In paragraph 4, Mr. Lang argues the 35 USC 103(a) rejection. Again, the 
examiner is unsure whether Mr. Lang had the currently pending claims in front of him or 
some earlier revision. Based on his remarks, the examiner believes the latter. 
Moreover Mr. Lang's conclusions about Khelifa (USP 6,260,376) are directly 
contradicted by column 3, lines 28-43 of Khelifa, a critical fact undermining Mr. Lang's 
credibility on this subject. The fact that the examiner called applicant's attention to this 
specific passage (column 3, lines 28-43 of Khelifa) in the previous office action coupled 
with the fact that nowhere in Mr. Lang's declaration does he even mention it, leaves one 
to wonder how Mr. Lang could reach conclusions so diametrically opposite what the 
reference discloses. 

Mr. Lang's criticism of the Kang reference is completely incommensurate with the 
narrow purpose for which it was relied upon in the rejection. Moreover, Mr. Lang has 
failed to even address any of his traversal remarks to the narrow purpose for which the 
Kang reference was relevant, effectively conceding that the examiner has properly 
relied upon the reference for a limited purpose of what it teaches (mechanically coupling 
a generator to the engine that electrically drives an electrically driven compressor 
instead of a direct mechanical link between engine and compressor). 
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Mr. Lang's ultimate conclusions that are found on page 4 of the declaration are 
unpersuasive because they fail to address the rejection as it was written. Mr. Lang 
attempts to combine the teachings of these two references in a way that is completely 
illogical. It is unpersuasive, because it fails to find any supposed error in the examiner's 
logic. It is of no moment that references can be combined in many different ways, it is 
up to applicant to show that the examiner's logic is unpersuasive in some manner. Mr. 
Lang simply has not done that. 

Applicant's election of the battery driven compressor, controllable expansion 
valve, and heat exchanger in the driver's compartment, without traverse, is 
acknowledged. Applicant has identified claims 1, 7, 15, 16, 18-22, 24-26 and 28-30 as 
readable on the elected species. In the absence of a traverse, the election requirement 
is deemed proper and made final. 

The examiner is repeating the new matter rejection of claims 15, 16, 18-22, 24- 
26 and 28-30 15 from the previous office action below because Mr. Lang is still arguing 
that "selective" is part of the claim (see Lang declaration, paragraphs 3-4) even though 
Mr. Safran has deleted the word itself. The examiner is doing this because between Mr. 
Lang's arguments and Mr. Safran's estoppel behavior there is some confusion as to 
what applicant's position actually is on this particular issue. 



The following is a quotation of the first paragraph of 35 U.S. C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 15, 16, 18-22, 24-26 and 28-30 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

These claims clearly contain "new matter" not supported by the original 
disclosure. In paragraph 13 of the original specification it simply states that the 
electrical energy from the generator is configured in a way that "makes available the 
electrical energy [of the generator]" to the electrically driven compressor. It does not 
say that it does this selectively in lieu of using the battery as claim 15 is currently 
claiming. Moreover the only mention of a battery in the entire disclosure is in paragraph 
22, lines 14-16 and there is no disclosure there that the battery is selectively used in lieu 
of the generator as claim 15 is currently claiming. The original specification is silent as 
to which operating mode of the vehicle the battery is used to power the electrically 
driven compressor. In fact, in paragraph 28 of the original specification it states that 
during the stationary mode of the vehicle the compressor is not driven at all, "and is at 
most driven with a low electrical power". The original disclosure is silent as to this low 
electrical power source. One could speculate this could be a battery (as counsel does 



Application/Control Number: 1 0/780,1 1 9 Page 7 

Art Unit: 3744 

in amending claim 15) or idling the engine or connecting the system to some source of 
"shore power", typically the way recreational vehicle air conditioners are plugged into 
the campsite electrical system during stopovers. Speculation is not disclosure. To have 
original support, the new claims must be supported by "the necessary and only 
reasonable construction to be given to the disclosure", see Wagoner v. Barger 175 
USPQ 85 (CCPA 1972). 

Likewise claim 16, echoing what is claimed in claim 15, claims that the electric 
pump is selectively driven by the generator when the motor vehicle is in an operation 
mode and selectively by the battery when the motor vehicle is in an operating mode. 
This has even less support in the original specification than the "new matter" added to 
claim 15. All that is stated with regard to the pump is found in paragraph 27, which 
states: "The pump 34 is preferably electrically driven and can draw, for example, the 
electrical energy necessary for it from a battery (not illustrated)." Nothing is disclosed 
regarding the selective application of electricity from the generator and this battery as a 
function of vehicle mode. In fact it would appear to be more likely that it is always 
connected to the battery based on the words of the original disclosure. The original 
disclosure does not provide support for the new limitation in claim 16 that the battery 
selectively supplies electricity to the compressor during the first operational mode (i.e. 
when the generator is selectively supplying electricity to the compressor motor). Claim 
16, when viewed with the limitation of claim 15, suggests that the engine and the battery 
both selectively supply electricity to the compressor at the same time. This seems 
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impossible as the examiner's understanding of the word "selective" brings to mind 
exclusive operation of either the generator or the battery, not the two being operated at 
the same time. Claim 16, also conflicts with applicant's own summary of the invention 
set forth in the first full paragraph on page 8 of the amendment filed with the RCE of 
February 26, 2007. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 15, 16, 18, 19, 20, 21, 26, 29 and 30 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Khelifa (USP 6,260,376) in view of Kang et al (WO 
01/40005). 

The detailed description of Figures 2 and 3 of Khelifa appears to show all of the 
claimed subject matter and the reference is incorporated here by reference by way of 
explanation. Given that it shares an inventor with the inventive entity of the current 
application, no further explanation by this examiner is deemed necessary. Applicant 
should also note col. 3, lines 28-43, incorporate here by reference. 

Regarding functional recitations of intended modes of operation in an apparatus 
claim, it is submitted that these are not given weight in giving the claim its broadest 
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reasonable interpretation. See MPEP 2114, incorporated here by reference. An 
apparatus is defined by what the apparatus is, not what apparatus does. 

More specifically, Khelifa discloses an electrically driven compressor 19 (see 
column 3, lines 32-34). , a condenser 1 1 , expansion valve 12, latent cold holdover 2, an 
air cooling mechanism comprising a secondary circuit 20. A battery (not shown) is used 
(no doubt) to power the pump 29 to circulate fluid in the secondary circuit 20, when the 
vehicle is in a stationary mode as explicitly disclosed in column 3, lines 34-38. There is 
no disclosure that this battery is used to drive the electrically driven compressor 19 
during the driving mode. Instead, as disclosed in column 3, lines 38-44, the compressor 
1 9 can be driven by mechanically coupling it to the engine such that when the engine is 
running (deemed a "driving mode" for purposes of rejection here) the compressor 19 is 
selectively driven by the engine and when the engine is switched off, the compressor 19 
is driven by the battery. Likewise, as disclosed in column 3, lines 38-44, the pump 29 
can be driven electrically from the battery either in the "driving mode" or when the 
engine is switched off. 

Kang et al teaches the problem that mechanically coupling a compressor (such 
as compressor 19 of Khelifa) to an engine is disadvantageous because heat and 
vibration adversely affect the compressor decreasing its operating life (see Background, 
pages 1-2 of Kang, in particular). Kang explicitly teaches mechanically coupling a 
generator 17 to the engine that electrically drives an electrically driven compressor 10 
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(equivalent to electrically driven compressor 19 of Khelifa) in lieu of the aforementioned 
direct mechanical connection between the engine and compressor. To have 
mechanically coupled the internal combustion engine of Khelifa (disclosed in column 3, 
line 41 of Khelifa) with a generator (such as 17 of Kang) as taught by Kang at page 8, 
line 15-17 would have been obvious to one of ordinary skill in the art to avoid the 
disadvantage discussed above (namely deterioration of the compressor from heat and 
vibration). Furthermore, to have used the remainder of Kang's disclosed electrical 
connections and control means between the generator and the electrically driven 
compressor as discussed in the previous sentence to control the compressor to 
advantageously permit proper and energy efficient operation would have been obvious 
to one of ordinary skill in the art. 



Regarding claims 2 and 8 (now cancelled), see the secondary circuit 20 of 
Khelifa. Regarding claim 7, see Kang at page 8, line 15-17. Regarding the method of 
operating limitations found principally in claims 1, 15, 16 19, 20 and 21, method-of-use 
limitations are not extended patentable weight in claims drawn to apparatus. See 
MPEP 21 14, "Manner of Operating Device Does Not Differentiate Apparatus Claim 
From The Prior Art," incorporated here by reference. Notwithstanding MPEP 2114, 
collectively, Khelifa and Kang teach all of applicant's claimed modes of operation, to the 
extent that they were disclosed in the originally filed application. 



Application/Control Number: 1 0/780,1 1 9 Page 1 1 

Art Unit: 3744 

Claims 1 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the prior art as applied to claim 15 above, and further in view of Herta (US 
2002/0100290). 

Herta discloses a conventional vehicular heating circuit (circulating heating fluid 
through 10, 39,16,12,15,38,20,14 and back to 10) that would have been obvious to 
have used in the prior art to make the occupant's warm in the winter. The omission of a 
conventional heating system in Khelifa and Kang is deemed to be because of its 
conventionality. Putting a heating system into a vehicle is not an invention. 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over the prior 
art as applied to claim 15 above, and further in view of Bay et al (USP 6,525,505). 

Bay teaches a controllable expansion valve at 8 (col. 3, line 6). To have used the 
controllable expansion valve 8 of Bay in place of expansion unit 12 of Khelifa would 
have been obvious to one of ordinary skill in the art to improve starting performance of 
the compressor would have been obvious to one of ordinary skill in the art. 

Claims 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the prior art as applied to claim 15 above, and further in view of Burk et al (USP 
5,560,214) or Herta (US2002/01 00290). 
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Burk teaches a collector 19 and a dryer 23 formed into a condenser. Similarly, 
Herta teaches a collector/drier 36 downstream of condenser 22. To have formed the 
condenser 1 1 of Khelifa with a collector and dryer (conventional components in the 
refrigeration art) to ensure proper operation of the system and to avoid corrosion 
problems would have been obvious to one of ordinary skill in the art. 

Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over the prior 
art as applied to claim 15 above, and further in view of Herta (US2002/01 00290). 

Herta discloses a condenser blower (23 and/or 24) for moving air through 
condenser 22. To have used such a conventional condenser blower to blow air through 
the condenser 1 1 of Khelifa would have been obvious to one of ordinary skill in the art 
to advantageously cool the condenser and thereby improve system performance. 

Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over the prior 
art as applied to claim 15 above, and further in view of Saperstein et al (USP 
5,265,437). 

To have placed the heat exchanger 21 in the driver's compartment if it was 
desired to cool the driver would have been obvious from Saperstein et al which is 
deemed to fairly teach placement of the heat exchanger in either or both of the driver's 
compartment and the sleeper compartment. Such placement in the driver's 
compartment would advantageously increase driver comfort. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John K. Ford whose telephone number is 571-272-491 1 
The examiner can normally be reached on Mon.-Fri. 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cheryl Tyler can be reached on 571-272-4834. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/John K. Ford/ 

Primary Examiner, Art Unit 3744 
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